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REMARICS 



I. 



JnttoductiQa 
In response t 



to the Office Action dated March 18, 2004, claims 56-62 have been added 



Ckims 1-62 reinflin in the application. Re-examinatioti and re-consideration of the appHcation, as 
amended, is requested. 

n, Examtner Interview Summary 

Record is made of a telephone interview between Applicants' attorney Jason S. Feldinar and 
Exatniner Dharia on March 26, 2004 and March 29, 2004 in connecrion with the present patent 
application. Applicants' attorney indicated an issue with respect to the dates of the cited reference 
and requested a copy of the relied upon provisional application for the Barnard reference. The 
Examiner agreed to fax a copy of provisional application to Applicants. 

III. Abstract 

The Of&ce Acrion rejected the abstract for exceeding 150 words and indicated that the 
bottom of the absuact was stamped with blue iok Applicants note that the application was filed on 
July 31, 2000. Further, the federal regulations that reduced the si^e of the abstract fi:om 250 words 
to 150 words was effective on November 7» 2000. Since the present application and abstract were 
fflcd ptior to the effective date of rule 37 CFR 1.72(b), the 150 word requirement does not apply. 

Nonetheless, to expedite examination, Applicants have amended the abstract such that it is 
within die 150 word requirement. 

IV. Prior Art Rejections 

In paragraphs (4)-(5) of the Office Action, claims 1-37 were rejected under 35 U.S.C. §l02(e) 
as being anticipated by Barnard, U.S. Patent No. 6,456,938 Bl (Barnard). In paragraphs (6)-(7) of 
the Office Action, claims 38-55 were rejected under 35 U.S.C, §l03(a) as being unpatentable over 
Neal, U.S, Patent No. 6,192,518 Bl (Neal) in view of Barnard 

Applicants respectfully traverse these rejections. 

Specifically, the independent claims were rejected as follows: 
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Regaiding Ckim 1, Berntixd tciiches a system foi processing markup datn for a ^?i^oL 15, 
lines 39-47) on a personal digiral assistant (CoL 19, lines ^7) comprismg (a) ^ pei^ond d,g^^^^^^ 
STti Tcol. 1% Lbc8 4-7)7(b) an application on the personal digital ^™ ^^.^^^^^^^^^ f^-^J' 
Col 19 Uties4-i the application configured to:0obtainamap as an 

SuJrTc 5) and spatESy indexed vecu^^ 

Ses 47-64); (H) display tJmap on a screen of die person^ digital assistant Cd. ^5 J?^^^^^ 
Sl9 Iine3Vl2)foii) cbtmn markup data (CoL 15, Lines 34-47) comprised of pixd data (Col 12, 
S^.s 37-39) from a Lr that utiHzes a stylns to marknp the map displayed on the P-^-^-^ 
iSstant (CoL 13, lines 33-41); Civ) create a file (CoL 18. lines ^kl8) compnscd of the m^data 
(CoL 21, lines 3-63); (v) upload the Be of markup dani &om die personal digital assistant co the 
senrer (CoL 36, lines 33-42). 

Retarding Claim 2, Baroaid teaches a system for processing markup data for a map (Col 15 
lines 39-47) (a) a pe^onal digit^ assistant (CoL 19. lines 4-7); ^d (b) an application on ^^^o^ 
digital assistant (CoL 13, lines 33^1), the application configured to: © obtain a file compnsed of 
Srd^i^ for a map (Col 18. Lines 1«8, CoL 21, lines 3-63); and (n^ upload the file to a server 
(CoL 36, lines 33-42). 

Rcgaxdkig Qaim 13, Barnard teaches a system for processing mark up data for a map 
comprisinga server (CoL l7,Iines 31-65) configured to: (a) obtain a file comprised of maj^ dan 
for a m«> (CoL 20, lines 11-15); (b) convert the markup data to coordinate data (CoL 13, Lines 3-10, 
CoL 15 lines 45^7, Lines 56-59); and (c) use the coordinate data to obtain a standard data format 
(SDF) 61e that can be used to superimpose die markup data on the map (CoL 17, lines 57-61). 

Regarding Claim 15, Barnard teaches a graphical user interface for obtaining redline markup 
data (CoL 13, Lines 34^1); for a map on a personal digital assistant (CoL 12, lines 15-25) die 
graphical user interne (CoL 6. lines 34^2) comprising: (a) determine >vhen a new redhne object has 
becn$electcd (CoL 13, Lines 34-41); and (b) obtain a redline object while a stylus remains in conwct 

a screen of the personal distal assistant (Col. 13, lines 49-52. CoL 13, Lines 34-41, CoL 14, Lines 
9-11). 

Regarding Claim 18, Barnard teaches a graphical user inter&ce for obtaining redline markup 
data (CoL 13, lines 34-41); for a map on a personal digital assistant (CoL 12, lines 15-25) die 
giaphical user interface (CoL 6, lines 3^42) comprising: (a) determine when a new note object has 
been selected (CoL 20, lines 56-58. CoL 21, lines 48^55); (b) accept a user selectioa of; an anchor 
point in a display of a map on die personal digital asswtanc (CoL 21, Lines 55-60); (c) display a lext 
entry screen on the personal distal assbtant (CoL 20. Lines 56-60, CoL 21, Lines 53-67. CoL 22. lines 
2-5); (d) accept text user Input in the te^et entry screen (Col 21. lines 65-67); and (e) display an icon 
representative of a note at die anchor point (Col 21, Lines 65-67, CoL 22, Lines 2-5). 

Applicants traverse the above rejections for one oi more o£ the following teasofls: 

(1) The prioiity date of Barnard cannot be relied upon for priority purposes; 

(2) Neither Barnard nor Neal teach, disclose or suggest an encoded and spadally indexed 
vector representation of geographic dam; 

(3) Nddier Barnard nor Neal teach, disclose or siaggest obtaining markup data, creating 
a fflc comprised of the markup data, and uploading the markup data feom a PDA to a server; 
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(4) Neither Barnard nor Neal W^ch, disclose or suggest a server converting markup data 

to coordinate d^ta; 

(5) Neither Bamiird nor Neal teach, disclose or surest an SDF fil£; 

(6) Neidier Barnard nor Neal teach, disclose or suggest superimposing marknp data on a 

map; 

(7) Neither Barnard nor Neal teach, disclose or suggest a redline object; iind 

(8) Neither Barnard nor Neal teach, disclose or suggest displaying an icon representative 
of a note at an anchor point selected by a user. 

Independent Claim 1 

Independent daims 1 provides a system for processing madaip data for a map on a PDA, 
Specifically, an application on a PDA is configured with various foncdons. The appHcadon 6rst 
obtains a map as an encoded and spatially indexed vector representation of geographic data from a 
server. The map is displayed on the screen of the PDA. The user dacn marks up the map with a 
stylus. A file is dien created that is comprised of the markup data. The file is then uploaded firom 
the PDA to the server. 

The cited references do not teach nor suggest these various elements of Applicants' 
independent claims. In addition, priority date of Barnard cannot be relied upon for priority 
purposes- 
Applicants submit that Barnard doe$ not qualify as prior art with respect to the present 
invention. Specifically, the present invention wa5 filed on Jtily 31, 2000 and claims priority to 
various provisional applicarions filed on October 12. 1999 and March 29, 2000. However, Barnard 
was merely filed on July 21, 2000 and claims priority to a provisional application filed on July 23, 
1999. Thus, while Barnard's provisional date beats the filing and priority dates of the present 
applicarion, Barnard's actual filing date fails to beat the provisional based priority dates of the 
present invention. In this regard. Applicants submit that they are enttded to the priority dates based 
on the claim language and support imder 35 USC 112 found in the provisional apphcations relied 
upon. Accordingly, the question arises as to whether Bamard*s provisional date may be used to 
establish priority over the present invention. 
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To xcly on a provisional filing date to beat the date of the ptesent invendon. two conditions 
must be satisfied: (1) the subject matter of the claim in the issued patent must be supported in 
accordance with 35 U.S.C 112, first pai^ph. in the e«Jier filed appUcation, and (2) the subject 
matter used in the rejecdon must be disclosed in the eadicr-filed application in compliance with 35 
U.S.C. 112, first paragraph, in order for diat subject matter to be enrided to the eailier filing date 
under 35 U.S.C. 102(e). (See MPEP 201.11 and MPEP 706.02(f)(1); Trv>^ v. Biomf, Inc., 156 F.3d 
1154, 47 USPQ2d 1829 (Fed. Cit. 1998); In re Scheiber, 587 F.2d 59. 199 USPQ 782 (CCPA 1978); 
SmLgMaftJ^hU M V. SbcUOilCo., 112 F.3d 1561. 1564. 42 USPQ2d 1674. 1677 (Fed. Cir. 
1997); and New ^Ihet^MJs,. L.L.C v. V<>m^erM&. Co.. 298 F3d 1290, 1294, 63 USPQ2d 1843, 

1846 ^ed. Or. 2002)). 

It is cleady apparent diat Bamatd fails to meet the above two standards. For example, in 
rejecting claim 1, die Office Action relics on coL 42. lines 58 dirough coL 43, line 5 of Barnard to 
teach die claimed element of "encoded". Col. 42, lines 58 through coL 43. line 5 of Barm«i is a 
portion of claim 44 of Barnard. The claims of Barnard are die only area of Barnard that utilize the 
term "encode". For diese claims to have priority based on die provisional date, die provisional must 
support the claims as issued AND the subject matter used in die rejection (i.e., the use and 
descdpnon of die "encoding") must be disclosed in the provisional application. However, upon an 
examination of Barnard's provisional application (provided by die Examiner), diere does not appear 
to be any use or description of an "encoding" or a process where data is encoded whatsoever. 
Further, Barnard's provisional application lacks support under 35 USC 112 for a portable 
information processing and viewing device that has an m formation processor for the storage, 
retrieval, and processing of data which encodes information. Applicants were unable to find any 
reference in Barnard's provisional to an information processor or encoding. 

In view of the above, Applicants submit diat die subject matter used to reject dairo 1 was 
not disdosed in Barnard's provisional in accordance widi 35 USC 112. FurtJier, the subject matter 
used in the rejection (i.^, dahn 44) lacks support under 35 USC 112 in Barnard's provisional 
appUcation. Accordingly, die rdied portion of Barnard cannot be used to reject die claims. 

In addition to die above limitations with respect to die use of Barnard's priority date, 
AppHcants submit diat Bamard also fiiils to teach the invention as claimed. Specifically, claim 1 also 
provides diat die map is obtained as an encoded and spatially indexed vector representation of 
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geographic data. In n^ecting this elemettt, the Office Action tclies upon coL 14, lines 47-64. 
However, this portion ofBamaid (and die remainder of Barnard) merely describes a vector-map. 
Merc recill of a vector-based map ignores the specifically claimed terms "sparially indeo^ed". Under 
MPEP §2142 and 2143.03 "To establish prima facie obviousness of a claimed invention, all the claim 
limitations must be taught oi suggested by the pdor a«. In K^y^. 490 F.2d 981. 180 USPQ 580 
(CCPA 1974). "All words in a daim must be considered in judging the patentabiUty of that claim 
against the prior art." In re Wilson, 424 F.2d 1382. 1385, 165 USPQ 494. 496 (CCPA 1970)." In diis 
regard, the terms "spatially" and "indexed" cannot merely be ignored when rejecting die claims. 
These terms have specific meanings as set forth in the application. In addition, Barnard completely 
feils to teach, suggest, or even tetnotdy allude to a spatially indexed vector represcntadon of 
geographic data- Instead. Barnard merely describes a vector-map with disclosing whether it is or is 
not sjpatially indexed. Such a teaching cannot read on the present invention undet either 35 USC 
102 or 103. 

The remaindej: of riflim one provides for obtaining markup data, creating a file comprised of 
the markup data and uploading the markup data from the PDA to die server. Applicants note that 
the file comprised of die markup data is clearly distii^:uishable from die map or geographic data as 
set fordi in the claims. Specifically, the map is obtained as an encoded and spatially indexed vector 
representation of geographic data firom a server. The application on die PDA dien creates the file 
with the markup data. In rejecting diese claim elements, the Office Action relies on Barnard col. 18, 
lines 14-18, col. 21, lines 3-63, and coL 36, lines 33-42. Applicants note diat col. 18, lines 14-18 
provide for map data files diat includes score card data such as hole data and other course data. In 
diis regard, Barnard's map data file contains all of the course data and information for a particular 
golf course. Tliis concept of a sin^e file for all map data is clearly set forth in Barnard's provisk)nal 
application on page 37, section 2.3.4. However, Bamard does not teach nor suggest; that tiiere ate 
two separate files for die map data and die markup data (as claimed), the claims provide for 
creating the file and cleariy distinguish between the file containing die markup data and the map 
data/map set Further, to more cleariy distinguish that separate files are used, new dq>endent claims 
56-62 specify that lihe files axe separate. 

Also, as described above, the claims provide diat the created file is comprised of the markup 
data. In rejecting the file comprised of markup data, die Office Action redtes col. 21, lines 3-63. 
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However, AppUcants note that nowhete in col. 21, lines 3-63 is there any descripdoa of a file 
whatsoever. Further, there is no creation of a ffle that is comprised of markup data. Instead, 
towards the end of col. 21, Barnard mi^ely describes logging GPS locational data at a predetermined 
^te. Such locational data is not markup data as set forth in Barnard or as set forth in the present 
claims. Further, logging GPS data is not even reniotely equivalent to creating a file (regardless of 
whetlict chat file is comprised of markup data or not). 

In view of the above. Applicants submit that claim 1 is allowable over the cited references- 
In this regard, various portions of Barnard are not permitted to be reUed upon for ptiority purposes. 
Further, the teaching of Barnard fails to set forth various elements/limitations of the present claims. 

Independent Claim 2 

Claim 2 provides for a PDA, obtaining a file comprised of markup data for a map and 
uploading the file to a server. As set forth above, Barnard completely fails to describe obtaining a 
file comprised of markup data for a map. Instead, Bamard merdy provides for using a single map 
data file containiug vector and attribute data (see page 20, paragraph 2 of the provisional 
appHcadon). Such a teaching is clearly distinguishable firom the claimed file, wliich simply comprises 
markup data for a map. Further, die new dependent claims specify that the ffle comprised of die 
markup data is separate firom a file comprising dfcie map. 

In view of the above. Applicants submit that claim 2 is allowable over die cited references. 

Independent Clmm 13 

Claim 13 is similar to claims 1 and 2 in that the file comprises markup data for a map. Claim 
3 fimher provides for converting the markup data to coordinate data and using the coordinate data 
to obtain an SDF file that can be used to superimpose die markup data on the map. 

Applicants reassert the arguments above regarding the markup file. In addition. Applicants 
traverse the rejection of the odier elements of claim 13, In rejecting the conversion of the markup 
data to coordinate data, the Office Action relies on col. 13, lines 3-16, col. 15, lines 45-47 and lines 
56-59. Col 13, lines 346 merely provides that when a mapping process is started, the current GPS 
location of the receiver is logged. Further, as the device moves, the new locations arc logged Such 
a logging of location is not equivalent to converting markup data to coordinate data. 

-19- 

G&C 30566.97-US-Ul 



PAGE 22/27* RCVD AT 6/18/20(14 5:01:00 PM [Eastern Daylight rune] ' SVR:U8PTO-EFXRF-118* DNIS:8729305*CSID:+13106418798* DyRATION (nim-ss):0M4 



■OB-lB-2004 01:15PM FROM-CatBS 4 Cooper LLP +13106418798 T-710 P. 023/027 F-837 



Firsdy, Applicants note that claim 13 is a seiver system and is not a PDA device. The claim 
provides a system for processing markup data for a map cpmprisine ajazgr that is configured to 
perform the various listed fonctions. Thus, the claim includes a limitation diat the system is a server 
based system. CoL 13, lines 3-16 clearly provide for a mapping process utilizing the portable d^ 
of Barnard. In this regard, the device is a client based device that can easily obtain the coordinate 
information via its GPS system. However, die claims provide for converting markup data 
(received/obtained e.g., from a PDA device) into coordinate data. Such a server does not have a 
buih in GPS system since it is stationary (nor is there any description of such a GPS system in die 
present specification). Furdiei, Applicants note that markup data is not equivalent to location data. 
The two ate entirely different concepts that die Office Action is improperly intertwining. 

CoL IS, lines 45-47 and 56-59 merely describe that a vector markup language can be used to 
edit golf course vectors online and diat accurate golf course elevation points can be tagged widi 
latitude and longiTOde coordinates using various techniques such as a GPS system. Again, such a 
teaching is performed on Barnard's device itself and is not used on a server. Furdier, the elevation 
point data is not converted into coordinate data as claimed Instead, the elevation point data is 
tagged wida latitude and longitude merely by using a GPS system, Laserplane system, etc (as 
described in Barnard) (see col. 15, lines 55-coL 16, hne 46). 

Claim 13 ftuther provides obtaining an SDF file that can be used to superimpose die 
markup data on die map. Firsdy, Applicants note diat an SDF file is a particular type of format as 
set forth in the claims and specification. In this regard, an electronic search of Barnard for d»e tenn 
«SDF' provides no results whatsoever, ^idiout even mentioning die format SDF, Barnard cannot 
possibly teach or anticipate a claim that obtains an SDF file. Additionally, die file is used to 
superimpose die markup data on die map. In rejecting diis claim dement, die Office Action relies 

on col. 17, lines 57-61, which provides: 

The exchange of user mapped courses \wU enable multiple user pioccssiog and editing to 
gteady enhance the quaUty of d»< maps. Moteover, individual weis may add oi modify features to 
existing couise maps as they ate encountered on a course. 

Not one word of this text even remotely refers to, describes, or suggests, impliddy or 
expliddy. die superimposing of markup data on a map. Instead, die text merely refers to adding or 
modifying features on a course map as diey are encountered on a course. Such editing in 
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accordance ^rh Batnflxd may simply op«i the map aod/or features vwtkour ever supenmposing 
markup data on the map. Further, an electronic search of Barnard for the terms "super" and 
"impose" provide no results. Accordingly. Barnard does not and cannot anticipate, teach, suggest, 
or render obvious claim 13. 

Claim 15 

Claim 15 provides for obtaining redline markup data on a map. Spedfically. a new xedlinc 
object is selected. Thereafter, a redline object is obtained while a stylus remains in conttct with a 
screen of the PDA. It is weU established and set forth in the specification tbat the redline object is 
an object comprised of a redline that is used to comment/markup the drawing/map displayed on 
the PDA. Further, the redline is a 2ero width vector that mimics ink flowing from a stylus, and an 
associated text note that pops up as a tooltip when the object is selected (see page 6, lines 7-17). 

Such a redline object is not equivaknt to the vectors cited in Barnard Spedfically, Barnard 
merely provides for the creation of various vertex points by moving Barnard's device (e.g.. a GPS 
system). Vectors are drawn between the points (see col- 13, lines 3-41). The user can then edit die 
vertex points using the styhis to drag one vertex location to another vertex location. The 
vectois/rays between the vertex points are dragged with the dragged vertex point (see col. 13, lines 
34-41). Accordingly, instead of marking up a map with a redhnc (as claimed). Barnard merely allows 
the user to adjust a vertex attached to a line. Such a teaching does not even remotely suggest the 
present invention. 

In view of the above, Applicants submit that claim 15 is allowable over the dted references. 
Cldm 18 

Claim 18 provides for obtaining a note markup data for a map on a PDA. Specificany, upon 
selecting a new note object, an anchor point is selected, a text entry screen is used to enter text 
input, and an icon representative of a note is displayed at the anchor point 

In rejecting this ^laim^ the Office Action redtes various portions of cols. 20 and 21. 
However, Applicants note diat nowhere in cols. 20 or 21 is there any suggestion, implidt or expUdt, 
for displaying an icon representative of a note at an anchor point as claimed. To reject this claim 
dement, the Office Action redtes coL 21. lines 65-67 and col. 22, lines 2-5 which provide: 
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Wlicn "Pomt" is pressed the Cjirtcnt locadon is logged. Immediately foUowing this, the user 
is pcompted for a. noic to dafiac the point. 
]^id 

The user should press the End butxon as she aesu* the originsd ma point of an aic» ot flic 
end of a line. m«i "End" is pressed, the wet is prompted for » tiok to be added about that feature. 

As set forth in this portion, Barnard merely prompts a user for a note to define a point. 
Tbfite is no icon displayed or indication that a note is associated with a particular attribute or anchor 
point on the map (as claimed). The claims specifically provide fox displaying such an icon. Furtlier, 
an electronic search of Bernard for the term "icon" provides no results ivhaisoevei. Without even 
mentioning the word "icon", Bernard cannot possibly teach displaying such an icon at a patticukt 

location on a map. 

In view of the above. Applicants submit claim 18 is in allowable fomi. 

V, Condusioti 

In view of the above, AppEcants submit that ind^endent daims 1, 2, 13, 15, and 18 are 
allowable over die dted references. Independent claims 20, 31, 33, 36, 38, 49, 51, and 54 were 
rejected on similar grounds. Accotdingly, AppUcants submit diat these independent clairos are also 
in allowable form. 

Moreover, the various elements of Applicants' claimed invendon togetiier provide 
operational advantages over Barnard and Neal. In addition, Applicants' invention solves problems 
not recognized by Barnard and Neal. 

Thus, Apphcanis submit that independent claims 1, 2, 13, 15, 18, 20, 31, 33, 36, 38, 49, 51, 
and 54 are allowable over Baxoard and Neal. Fuidier, dependent claims 3-12, 14, 16-17, 19, 21-30, 
32, 34-35, 37, 39-4S, 50, 52-53. and 55-62 arc submitted to be allowable over Barnard and Neal in 
the same manner, because diey are dependent on independent daims 1, 2, 13, 15, 18, 20. 31, 33, 36, 
38, 49, 51, and 54 lespectivdy, and thus contain all the limixations of the independent claims. In 
adation, dependent daims 3-12, 14, 16-17. 19, 21-30, 32, 34-35, 37. 39-48. 50, 52-53. and 55-62 
redtc additional novel elements not shown by Bamard and NeaL 
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In view of the above, it is submitted that this appEcation is now in good order for allowance 
and such allowance is respectfuUy solicited. ShouM the Examiner beUeve minor inatteis stiU 
be resolved in a telephone interview, die Examiner is urged to call Applicants' undersigned 



can 
attorney. 



Respectfully submitted, 

GATES & COOPER ULP 
Attorneys for Applicant(s) 

Howard Hughes Center 
6701 Center Drive West, Smte 1050 
Los Angeles, California 90045 
(310) 641-879; 



Date: By: /^^^ V ^^^^X 

Name: Jason S. FeKimar ^ 



^Reg-No.: 39,187 

JSF/ 
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